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I. REAL PARTY IN INTEREST. 

The real party in interest of tills application is U.I.G., Inc. as evidenced by 
the full assignment of the pending application to U.I.G., Inc. recorded at reel 
012831, frames 0546-0550 on April 17, 2002 in the Assignment Branch of the 
Patent and Trademark Office. 

II. RELATED APPEALS AND INTERFERENCES. 

Appellant's undersigned legal representative and the assignee of the 
pending application are not aware of any appeals or interferences that will 
directly affect, be directly affected by, or have a bearing on the Board's decision 
in the pending appeal. 

III. STATUS OF CLAIMS. 

Claims 1 and 69 are pending in the application, with claims 2-68 having 
been previously canceled. Claims 1 and 69 stand finally rejected and are being 
appealed. 
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IV. STATUS OF AMENDMENTS. 

Appellants filed an After-Final Amendment on January 4, 2005 to correct 
recently discovered typographical errors in the specification. A January 25, 
2005 Advisory Action to such filing states that the proposed amendment will be 
entered for the purposes of appeal. 

V. SUMMARY OF CLAIMED SUBJECT MATTER. 

A concise explanation of the invention defined in the claims that are the 
subject of the present appeal follows. 

The invention includes a correlated set of individually numbered golf club 
irons having heads progressing from a high numbered head (shorter hitting club) 
to a low numbered head (longer hitting club). Referring to Figs. 1-5, preferred 
embodiments of individual heads have a front striking face 50, a sole 54, a 
toe 56, and a heel 58 (p.6, Ins. 9, 10.). The front striking faces 50 of heads 
within the set individually have some planar area defining a progressively 
decreasing loft angle A (Fig. 3) in going from the high numbered head to the low 
numbered head. The planar area has a top and a bottom. Individual front 
striking faces 50 have a series of grooves 55 (in Figs. 1; 5 and 6. Groove 75 in 
Fig. 7; groove 75b in Fig. 8; groove 75c in Fig. 9; and groove 75d in Fig. 10.) of 
a common cross sectional shape from the top to the bottom of the planar area of 
a given head. 
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For at least two chosen pairs of heads within the set, the grooves are 
configured to provide decreasing golf ball spin in going from the lower numbered 
head to the higher numbered head in the pair if the golf ball were hit by the 
faces by identical impacts at the same loft angle (p. 11, Ins. 3-7). However, the 
grooves are required to be of different cross sectional shape in the pair. Any 
groove configuration in accordance with the above is contemplated (p. 8, 
lns.1-14.). 

In one preferred implementation and as recited in claim 69, the individual 
grooves have a base (base 13 in Figs. 5 and 6, and bases 22 in Figs. 7-9 and 
11) and opposing sidewalls (sidewalls 14 in Figs. 5 and 6, and sidewalls 24 in 
Figs. 7-9 and 11) which diverge from the base and extend outwardly in the 
direction of the front striking face (p. 8, Ins. 4-6 and p. 13, Ins. 16-18). At least one 
of an opposing sidewall and the base comprises at least one protrusion 
(protrusion 15 in Figs. 5, and protrusions 28 in Figs. 7-11) which extends into 
the groove. 



VI. GROUNDS OF REJECTION TO BE REVIEWED ON 
APPEAL. 

Are claims 1 and 69 unpatentable under 35 USC 103(a) over U.S. Patent 
No. 4,754,971 to Kobayashi in view of U.S. Patent No. 5,766.087 to Kawamatsu? 
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VII. ARGUMENT. 

Claim 1 in the parent application was initially rejected under 35 USC 
1 02(b) over Kobayashi. Kobayashi discloses varying friction within a set of golf 
clubs either by varying the coefficient of friction of the golf club flat planar hitting 
face (Fig. 1), or by varying the number of grooves across the golf club face 
(Fig. 2). However, the only teaching from Kobayashi is that the cross sectional 
shape of the grooves is the same in all of the clubs within the Kobayashi sets 
(see for example Fig. 2e). Applicant successfully overcame such rejection by 
amending claim 1 to additionally recite that "the grooves [are] of different cross 
sectional shape in the pair". 

The Examiner relies on Kawamatsu in combination with Kobayashi as 
rendering claim 1 unpatentable. However, the Examiner has not considered 
both references in their entirety, including disclosures therein that teach away 
from the claims, and as is required by MPEP §2141.02. Further, where an 
Examiner asserts that there is a suggestion or motivation to modify a prior art 
reference, the proposed modification cannot render the prior art unsatisfactory 
for its intended purpose. (MPEP §2143). 

Applicant's independent claim 1 includes the limitations that the grooves 
are "configured to provide decreasing golf ball spin in going from the lower 
numbered head to the higher numbered head in the pair". Applicant's 
independent claim 1 also includes the limitation of "the grooves being of 
different cross sectional shape in the pair". The Examiner acknowledges that 
Kobayashi does not disclose the latter limitation, and relies upon the Kawamatsu 
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patent. However, modifying the Kobayaslii club sets in accordance with 
Kawamatsu would render either , prior art reference unsatisfactory for its 
respective intended purpose. 

Specifically, Kobayashi is principally directed to decreasing golf spin in 
going from the lower numbered head to a higher numbered head in a set. On 
the other hand, Kawamatsu is directed to the exact opposite . Therefore, it 
teaches away from Applicant's claim 1 and, if combined with Kobayashi, would 
render it unsatisfactory for its intended purpose of decreasing golf ball spin in 
going from the lower numbered head to a higher numbered head. Alternately or 
additionally considered, if Kawamatsu was modified in accordance with the 
Kobayashi teaching, Kawamatsu would be rendered unsatisfactory for its 
intended purpose of increasing ball spin in going from the lower numbered head 
to a higher numbered head. The cited references are directed toward opposite 
primary intended purposes in the context of Applicant's claim 1 . Therefore, the 
Examiner's conclusion of a suggestion of modifying either reference to combine 
with the teaching of the other renders each prior art reference unsatisfactory for 
its respective intended purposes in the context of Applicant's claim 1, and the 
Examiner's postion should therefore be reversed in accordance with MPEP 
§2143. 

The Examiner asserts that he has weighed the power of each reference to 
suggest solutions to one of ordinary skill in the art considering the degree to 
which one reference might accurately discredit the other. However, such cannot 
be considered in a vacuum, and must be considered in the context of Applicant's 
claim 1 . Specifically, Applicant's independent claim 1 is directed to and requires 
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that the grooves "provide decreasing golf ball spin in going from the lower 
numbered head to the higher numbered head in the pair". If this phrase were 
not in Applicant's independent claim 1 , the Examiner's position might have merit. 
However since this phrase is in Applicant's claim 1, and considering claim 1 in 
its entirety, the "solutions" suggested to one of ordinary skill In the art must be 
considered in the light of claim 1. To allow otherwise enables an Examiner to 
merely pick and choose from portions of prior art references that support their 
position and ignore, and not be held accountable for, those that do not support 
their position. Clearly here, the Examiner has only taken a portion of the 
respective teachings of the two references that support his position, picking and 
choosing from the references, and not considering them in their entirety, 
including that which teaches away from the very combination which the 
Examiner makes. Pursuant to the mandates of the MPEP, examination requires 
consideration of the whole reference, not only the portions in support of the 
Examiner's position. 

Applicant's independent claim 1 does not specifically recite anything with 
respect to varying "coefficient of friction" regardless of whether such occurs in 
the practice of the claim 1 invention. Indeed, the words "friction" and 
"coefficient" appear nowhere in Applicant's application independent of what 
effect might be happening to a coefficient of friction in Applicant's inventive sets. 
Yet, claim 1 is directed to the grooves being configured to provide decreasing 
golf ball spin in going from the lower numbered head to the higher numbered 
head in the pair. Accordingly with respect to what Applicant does claim (namely, 
the stated decreasing golf ball spin relationship), the references teach the 
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opposite with respect to each other, and modification of the teaching of either 
reference renders the respective prior art unsatisfactory for its intended purpose 
regarding the change of golf ball spin within a golf club set. Applying either 
reference to the teaching of the other in the context of Applicant's claim 1 clearly 
renders the other inoperable for its intended purpose of either increasing or 
decreasing golf spin in going from the lower numbered head to the higher 
numbered head in the pair. For the reasons argued above, the Examiner has 
not accurately weighed the power of each reference with respect to how each 
completely discredits the other in the context of Applicant's independent claim 1 . 
Therefore, claim 1 should be allowed, and action to that end is requested. 

The undersigned acknowledges the premises in MPEP §2144 that the 
rationale/reason to modify a particular reference, or the rationale/reason to 
combine references, need not be the same as an Applicant's reason/rationale of 
the invention. However, those premises do not enable an Examiner to ignore or 
get around the requirements of MPEP §2143 that the proposed modification 
cannot render an applied reference unsatisfactory/inoperable for its intended 
purpose when considered in the context of an Applicant's claim . The various 
sections of the MPEP mandates must be considered in harmony with one 
another, not separately and independently. As the proposed modification 
renders either prior art reference unsatisfactory for their respective teachings 
concerning increasing/decreasing golf ball spin, prima facie obviousness has 
not been established in the rejection of claim 1 over these references. It is 
respectfully requested that the rejection be reversed, and that claim 1 be 
allowed. 
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Claim 69 should be allowed as depending from an allowable base claim 
and for its own recited features which are neither shown nor suggested in the 
relied upon art. The Examiner asserts that a Kobayashi groove has a base from 
which a protrusion extends into the groove. However to do so, the Examiner 
concludes that two identical grooves in Kobayashi are really a single groove, 
and then perceives/fabricates a base for the new single groove that is simply.not 
shown in the drawings nor otherwise disclosed by the reference. Accordingly, 
claim 69 recites something that is not shown in either or the cited references, 
and should therefore be allowed on Its own merits. Reversal of this rejection is 
requested. 

VIII. CONCLUSION. 

In view of the foregoing, reversal of the final rejections of claims 1 and 69 
is respectfully requested. Allowance of such claims is also requested. 

Respectfully submitted, 

Dated: ^^^/^ 




Reg. No. 32,268 
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IX. CLAIMS APPENDIX. 

1 . (Previously Presented): A correlated set of individually numbered 
golf club irons having heads progressing from a high numbered head to a low 
numbered head; individual heads having a front striking face, a sole, a toe, 
and a heel; the front striking faces of heads within the set individually having 
a planar area defining a progressively decreasing loft angle in going from the 
high numbered head to the low numbered head, the planar area having a top 
and a bottom, individual front striking faces having a series of grooves of a 
common cross sectional shape from the top to the bottom; for at least two 
chosen pairs of heads within the set, the grooves being configured to provide 
decreasing golf ball spin in going from the lower numbered head to the higher 
numbered head in the pair if the golf ball were hit by the faces by identical 
impacts at the same loft angle, the grooves being of different cross sectional 
shape in the pair. 

Claims 2-68 (Canceled). 

69. (Previously Presented): The correlated set of individually 
numbered golf club irons of claim 1 wherein the individual grooves have a 
base and opposing sidewalls which diverge from the base and extend 
outwardly in the direction of the front striking face; at least one of an 
opposing sidewall and the base comprising at least one protrusion which 
extends into the groove. 
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